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DETAILED ACTION 

Priority 

1 . Applicant's claim for the benefit of a prior-filed application under 35 U.S.C. 1 19(e) 
or under 35 U.S.C. 1 20, 1 21 , or 365(c) is acknowledged. 

Information Disclosure Statement 

2. The information disclosure statement submitted on 05/08/2009 has been 
considered by the Examiner and made of record in the application file. 

Claim Rejections - 35 USC § 101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claim 20 is rejected under 35 USC 101 since the claims are directed to non- 
statutory subject matter. Claim 20 recites "a computer readable medium" which 
appears to cover both transitory and non-transitory embodiments. The United States 
Patent and Trademark Office (USPTO) is required to give claims their broadest 
reasonable interpretation consistent with the specification during proceedings before the 
USPTO. See In re Zletz, 893 F.2d 319 (Fed. Cir. 1989) (during patent examination the 
pending claims must be interpreted as broadly as their terms reasonably allow). The 
broadest reasonable interpretation of a claim drawn to a computer readable medium 
(also called machine readable medium and other such variations) typically covers forms 
of non-transitory tangible media and transitory propagating signals perse in view of the 
ordinary and customary meaning of computer readable media, particularly when the 
specification is silent . See MPEP 21 1 1 .01 . When the broadest reasonable 
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interpretation of a claim covers a signal perse, the claim must be rejected under 
35 U.S.C. § 101 as covering non-statutory subject matter. See In re Nuijten, 500 F.3d 
1346, 1356-57 (Fed. Cir. 2007) (transitory embodiments are not directed to statutory 
subject matter) and Interim Examination Instructions for Evaluating Subject Matter 
Eligibility Under 35 U.S.C. § 101, Aug. 24, 2009; p. 2. 

The Examiner suggests that the Applicant add the limitation "non-transitory computer 
readable medium" to the claim(s) in order to properly render the claims in statutory form 
in view of their broadest reasonable interpretation in light of the originally filed 
specification. The Examiner also suggests that the specification be amended to include 
the term "non-transitory computer readable medium" to avoid a potential objection to the 
specification for a lack of antecedent basis of the claimed terminology. 

Claim Objections 

4. Claims 6, 16, 22, and 23 are objected to because of the following informalities: 

a) On line 1 of claim 6, replace "4" with ~5~ after "claim" (since "call process 
massage" is defined in claim 5 not in claim 4); 

b) On line 1 of claim 16, replace "1" with -5- after "claim" (since "the 
optional backward call" is defined in claim 5 not in claim 1); 

c) On line 1 of claim 22, insert -personal ring back tone- before "module"; 

d) On line 1 of claim 23, insert -personal ring back tone- before "module"; 
Appropriate correction is required. 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
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form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

A. Claims 1-3, 7-15, 28, 30 and 31 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Beauford (US Patent Application Pub. # 20050094796). 

Consider claim 1, Beauford discloses a method for providing a personalized ring 
back tone, comprising: 

receiving a location request return result message at a mobile switching center 
(MSC) (FIG. 2, par. 0026); 

based on the location request return result message, receiving an initial address 
message (IAM) at a personal ring back tone platform (par. 0029; IP 106 is considered 
as a personal ring back tone platform, see par. 0022, 0024 and 0034); 

based on the IAM, receiving an address complete message (ACM) with an 
optional backward call indicator parameter at the MSC (par. 0032); and 

providing the personalized ring back tone from the personal ring back tone 
platform while normal call progress is occurring (par. 0034). 

Consider claim 2 as applied to claim 1 above, Beauford further discloses 
wherein the location request message is sent by a user's HLR (par. 0026). 
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Consider claim 3 as applied to 2 above, Beauford further discloses wherein the 
personalized ring back tone is provided to a user's device (par. 0024). 

Consider claim 7 as applied to 2 above, Beauford further discloses receiving an 
IAM from the MSC to a terminating network (par. 0029-0030). 

Consider claim 8 as applied to 7 above, Beauford further discloses receiving an 
ACM from the terminating network to the MSC (par. 0032, 0037). 

Consider claim 9 as applied to 8 above, Beauford further discloses receiving an 
answer message (ANM) from the terminating network to the MSC (par. 0033, 0037). 

Consider claim 10 as applied to 9 above, Beauford further discloses receiving a 
release message from the MSC to the personal ring back tone platform (par. 0034, 
0038). 

Consider claim 11 as applied to 10 above, Beauford further discloses wherein 
the personalized ring back tone is no longer provided based on at least one of: the 
received release message or the ANM (par. 0034). 

Consider claim 12 as applied to 10 above, Beauford further discloses wherein 
the calling party device is joined with a called party device (par. 0034). 
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Consider claim 13 as applied to 12 above, Beauford further discloses wherein 
the called party device is associated with the ANM (par. 0033, 0037). 

Consider claim 14 as applied to 7 above, Beauford further discloses wherein 
the terminating network includes the MSC (par. 0016, 0034). 

Consider claim 15 as applied to 7 above, Beauford further discloses wherein 
the terminating network includes another MSC (par. 0016, 0034; it is inherently taught a 
mobile communication networks includes plurality of MSCs). 

Consider claim 28, Beauford discloses a communications switch adapted to: 
send a first call leg and a second call leg in parallel (par. 0034); 
wherein the first call leg connects a calling party to a personalized ring back tone 
(par. 0034); 

wherein the second call leg connects the calling party to a called party (par. 
0034); and 

wherein the first call leg is released upon a connection of the second call leg 
(par. 0034). 

Consider claim 30 as applied to claim 28 above, Beauford further discloses 
wherein the release is based on a received answer message (par. 0034, 0038). 
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Consider claim 31 as applied to claim 28 above, Beauford further discloses 
wherein the switch is at least one of a mobile switching center or an internet protocol 
based switch (par. 0030, 0033, 0034, 0016). 



Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 



A. Claims 4, 21-27 and 32 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Beauford (US Patent Application Pub. # 20050094796). 

Consider claim 4 as applied to 3 above, Beauford further discloses wherein the 
personalized ring back tone is provided between the personal ring back tone platform 
and the device (FIG. 2, par. 0034). 
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However, Beauford fails to explicitly disclose the personalized ring back tone is 
provided via an open reverse voice path. 

At the time the invention was made, it would have been obvious to a person of 
ordinary skill in the art to use a voice channel or any particular channel or path to 
carry ring back tone or announcement to the calling party from IP 106 (the personal 
ring back tone platform). Applicant has not disclosed that providing a voice channel 
for carrying a ring back tone provides an advantage, is used for a particular purpose, 
or solves a stated problem. One of ordinary skill in the art, furthermore, would have 
expected Applicant's invention to perform equally well with Beauford's invention 
because the ring back tone or announcement is sent to the calling party with the 
same functionality and advantages of the Applicant's invention. 

Therefore, it would have been obvious to one of ordinary skill in this art to 
modify the playing ring back tone of Beauford to obtain the invention as specified in 
claim 4. 

Consider claim 21, Beauford discloses a system for providing a personalized 

ring back tone, comprising: 

a mobile switching center (MSC) (FIG. 1 and 2, par. 0016, , 0026); and 

a personal ring back tone module operably coupled to the MSC, the personal 

ring back tone module adapted to: accept at least one call leg of multiple call legs 

(par. 0034); 

and play the personalized ring tone via the voice channel (par. 0034). 
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However, Beauford fails request a voice channel to be opened. 

At the time the invention was made, it would have been obvious to a person of 
ordinary skill in the art to use a voice channel or any particular channel or path to 
carry ring back tone or announcement to the calling party from IP 106 (the personal 
ring back tone platform). Applicant has not disclosed that providing a voice channel 
for carrying a ring back tone provides an advantage, is used for a particular purpose, 
or solves a stated problem. One of ordinary skill in the art, furthermore, would have 
expected Applicant's invention to perform equally well with Beauford's invention 
because the ring back tone or announcement is sent to the calling party with the 
same functionality and advantages of the Applicant's invention. 

Therefore, it would have been obvious to one of ordinary skill in this art to 
modify the playing ring back tone of Beauford to obtain the invention as specified in 
claim 21 . 

Consider claim 22 as applied to claim 21 above, Beauford further discloses 
wherein the module includes identifiers to a called party's sound files (par. 0019- 
0021, 0030). 

Consider claim 23 as applied to claim 22 above, Beauford further discloses 
wherein the module receives an indication of the calling party form the MSC and 
based on the indication, provides a sound file identifier (par. 0029). 
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Consider claim 24 as applied to claim 23 above, Beauford further discloses 
wherein the personalized ring tone is played to a calling party based on the received 
sound file identifier (par. 0019, 0034). 

Consider claim 25 as applied to claim 21 above, Beauford further discloses 
wherein a second call leg of the multiple call legs is used to attempt a connection to 
a mobile number (par. 0034). 

Consider claim 26 as applied to claim 25 above, Beauford further discloses 
wherein the personalized ring tone is played while the connection to the mobile 
number is attempted (par. 0021 , 0034). 

Consider claim 27 as applied to claim 26 above, Beauford further discloses 
wherein the personalized ring tone is stopped when the connection to the mobile 
number is successful (par. 0034 and 0038). 

Consider claim 32, Beauford discloses a personal ring back tone module 
adapted to: 

accept at least one call leg of multiple call legs (par. 0034); 
and play the personalized ring tone via the voice channel (par. 0034, 0032). 
However, Beauford fails to explicitly discloses request a voice channel to be 
opened. 
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At the time the invention was made, it would have been obvious to a person of 
ordinary skill in the art to use a voice channel or any particular channel or path to 
carry ring back tone or announcement to the calling party from IP 106 (the personal 
ring back tone platform). Applicant has not disclosed that providing a voice channel 
for carrying a ring back tone provides an advantage, is used for a particular purpose, 
or solves a stated problem. One of ordinary skill in the art, furthermore, would have 
expected Applicant's invention to perform equally well with Beauford's invention 
because the ring back tone or announcement is sent to the calling party with the 
same functionality and advantages of the Applicant's invention. 

Therefore, it would have been obvious to one of ordinary skill in this art to 
modify the playing ring back tone of Beauford to obtain the invention as specified in 
claim 32. 

B. Claims 5, 6, 16-20 and 29-31 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Beauford (US Patent Application Pub. # 20050094796) in view of 
DeMent et al. (US Patent Application Pub. # 20050117726) (hereinafter DeMent). 

Consider claim 5 as applied to 1 above, Beauford discloses the claimed 
invention except if the ACM is received without the optional backward call indicator 
parameter, receiving a call progress message with an optional backward call indicator 
parameter at the MSC. 
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In the same field of endeavor, DeMent discloses if the ACM is received without 
the optional backward call indicator parameter, receiving a call progress message with 
an optional backward call indicator parameter at the MSC (par. 0132). 

Therefore, it would have been obvious to a person or ordinary skill in the art at 
the time the invention was made to incorporate the optional backward call indicator as 
taught by DeMent to the ACM message as disclosed by Beauford for purpose of 
determining the called part status. 

Consider claim 6, Beauford as modified by DeMent discloses the claimed 
invention as applied to [4] 5 above, and Beauford further discloses providing the 
personalized ring back tone from the personal ring back tone platform based on the 
received call progress message (par. 0033-0034). 

Consider claim 16 as applied to claim [1] 5 above, DeMent discloses wherein 
the optional backward call indicator includes at least one of: an element header; an in- 
band information indicator=1 ; a call forward may occur indicator; a simple segmentation 
indicator; a network excessive delay indicator; a user-network interaction indicator=1; a 
MLPP user indicator; spare bits; or reserved bits (par. 0128, 0132, 0138). 

Therefore, it would have been obvious to a person or ordinary skill in the art at 
the time the invention was made to incorporate the optional backward call indicator 
including in-band information and call forward indicators as taught by DeMent to the 
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ACm message as disclosed by Beauford for purpose of causing value parameter 
indicating an unsuccessful call. 

Consider claim 17, Beauford discloses a method for providing a ring back tone, 
comprising: 

receiving an initial address message (IAM) at a sound platform from a mobile 
switching center (MSC) (FIG. 2, par. 0029; IP 106 is considered as a sound platform, 
see par. 0022, 0024 and 0034); 

receiving an address complete message (ACM) at the MSC from the sound 
platform (par. 0032, 0037); and 

providing the ring back tone from the sound platform (par. 0034). 

However, Beauford fails to explicitly disclose the address complete message 
(ACM) includes an optional backward call indicator parameter. 

In the same field of endeavor, DeMent discloses the address complete message 
(ACM) includes an optional backward call indicator parameter (par. 0132). 

Therefore, it would have been obvious to a person or ordinary skill in the art at 
the time the invention was made to incorporate the optional backward call indicator as 
taught by DeMent to the ACM message as disclosed by Beauford for purpose of 
determining the called part status. 

Consider claim 18, Beauford as modified by DeMent discloses the claimed 
invention as applied to 17 above, and Beauford further discloses wherein the ring back 
tone is received by a device associated with the IAM (par. 0022, 0034, 0002). 
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Consider claim 19 as applied to 18 above, and DeMent further discloses 
wherein the ring back tone is based on at least one of: a called party, a called party 
number, a called party device, a calling party, a calling party number, a calling party 
device, a time of day, a day of the year, or a location (par. 0003). 

Therefore, it would have been obvious to a person or ordinary skill in the art at 
the time the invention was made to incorporate the custom ring-back tone service that 
may specify one of several audio clips to be played by a respective phone switch 
network based on caller identification, time-of-day, or other factors as taught by DeMent 
to ring back tone as disclosed by Beauford for purpose of specifying the type of ring 
back tone. 

Consider claim 20, Beauford discloses a computer readable medium 
comprising instructions for: 

receiving a first message at a first module from a second module (FIG. 2, par. 

0029); 

receiving a second message at the second module from the first module (par. 
0032, 0037); 

However, Beauford fails to explicitly disclose the second message includes 
an optional backward call indicator; and providing a ring back tone from the first 
module based on the received optional backward call indicator. 
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In the same field of endeavor, DeMent discloses the second message 
includes an optional backward call indicator (par. 0132); and 

providing a ring back tone from the first module based on the received 
optional backward call indicator (par. 0128, 0138). 

Therefore, it would have been obvious to a person or ordinary skill in the art at 
the time the invention was made to incorporate the optional backward call indicator as 
taught by DeMent to the ACM message as disclosed by Beauford for purpose of 
determining the called part status. 

Consider claim 29 as applied to 28 above, Beauford discloses the claimed 
invention except wherein the connection to the personalized ring back tone is based 
on a received optional backward call indicator parameter. 

In the same field of endeavor, DeMent discloses wherein the connection to the 
personalized ring back tone is based on a received optional backward call indicator 
parameter (par. 0132). 

Therefore, it would have been obvious to a person or ordinary skill in the art 
at the time the invention was made to incorporate the optional backward call 
indicator as taught by DeMent to the ACM message as disclosed by Beauford for 
purpose of determining the called part status. 

Conclusion 

7. The prior art made of record and not relied upon is considered pertinent to 
Applicant's disclosure. 
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a. Chin et al. (U.S. Patent Application Publication # 20050221793) disclose 
Connect customized ring back tone service only at one MSC when intersystem 
page is involved. 

b. Jiang et al. (U.S. Patent Application Publication # 20040120494) disclose 
Method and system for customized call termination. 

c. Donnelly (U.S. Patent Application Publication # 20040223605) discloses 
System and method for customising call alerts. 

d. Allison (U.S. Patent Application Publication # 200501 1 3095) discloses 
Methods and systems for triggerless mobile group dialing 

e. Kokkinen (U.S. Patent Application Publication # 20050105706) disclose 
Method and apparatus for providing pre-connection messaging and output. 

8. Any response to this Office Action should be faxed to (571 ) 273-8300 or mailed 
to: 

Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 



Hand-delivered responses should be brought to 

Customer Service Window 
Randolph Building 
401 Dulany Street 
Alexandria, VA 22314 

9. Any inquiry concerning this communication or earlier communications from the 
Examiner should be directed to Allahyar Kasraian whose telephone number is (571) 
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270-1772. The Examiner can normally be reached on Monday-Thursday from 8:00 a.m. 
to 5:00 p.m. 

If attempts to reach the Examiner by telephone are unsuccessful, the Examiner's 
supervisor, Rafael Perez-Gutierrez can be reached on (571) 272-7915. The fax phone 
number for the organization where this application or proceeding is assigned is (571) 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free) or 571-272-4100. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist/customer service whose telephone 
number is (571)272-2600. 

/Allahyar Kasraian/ 
Examiner, Art Unit 2617 

/Rafael Perez-Gutierrez/ 

Supervisory Patent Examiner, Art Unit 2617 



